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(1) REAL PARTY IN INTEREST 

The real party in interest is Nokia Corporation of Espoo, Finland. 
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(2) RELATED APPEALS AND INTERFERENCES 

The undersigned attorney is not aware of any related appeals or interferences. 
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(3) STATUS OF CLAIMS 

The status of the claims is as follows: 
Claims allowed: none 
Claims objected to: none 
Claims rejected: Claims 1-22. 
Claims canceled: none 
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(4) STATUS OF AMENDMENTS AFTER FINAL 

There has been no amendment proffered after the Final Office Action. 
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(5) SUMMARY OF CLAIMED SUBJECT MATTER 

There are three independent claims - 1, 15, and 22 - which are concisely 
explained below in accordance with MPEP Section 1205. Also, as certain dependent 
claims of claim 15 include "means" language, those claims are concisely explained below 
in accordance with MPEP Section 1205. 

Claim 1 recites a method comprising: forming a data item for the first time in a 
first electronic device (Fig. la, 101; page 5, lines 28-29, of the application as filed), in 
response to said forming, providing to a user of the first electronic device a possibility to 
associate an existing grouping identifier with the formed data item (Fig. la, 102); in 
response to a situation in which the user associates said existing grouping identifier for 
the formed data item, associating the formed data item with said existing grouping 
identifier (page 6, lines 20-30, of the application as filed), said existing grouping 
identifier being associable with at least one other data item (Fig. la, 104; page 6, lines 
22-23, of the application as filed), in response to a situation in which the user does not 
want to use said existing grouping identifier for the formed data item, obtaining a new 
grouping identifier and associating the formed data item with the new grouping identifier 
(Fig. la, 106; page 6, lines 30-33, of the application as filed), selecting one of the 
following: said existing grouping identifier and the new grouping identifier, to be a 
selected grouping identifier, and synchronizing said data item between said first 
electronic device and a second electronic device on the basis of said selected grouping 
identifier (Fig. lc; page 10, line 23, through page 11, line 21, of the application as filed), 
said devices being capable of communication with each other (Fig. la, 105; page 9, lines 
5-7, of the application as filed). 

Claim 15 recites an electronic device (Fig. 3, 300) comprising: a memory (Fig. 3, 
302) for storing a data item for a first time, associating means (Fig. 3, 303) for providing 
to a user of an electronic device a possibility to select an existing grouping identifier for 
the stored data item (Fig. la, 101, 103; page 5, lines 28-30, of the application as filed), 
for associating the stored data item with said existing grouping identifier in response to a 
situation in which the user selects said existing grouping identifier for the formed data 
item (page 6, lines 15-30, of the application as filed), and for obtaining a new grouping 
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identifier and associating the stored data item with the new grouping identifier in 
response to a situation in which the user does not want to use said existing grouping 
identifier for the formed data item (Fig. la, 106; page 6, lines 30-31, of the application as 
filed), said existing grouping identifier being associable with at least one other data item 
stored into the memory of the electronic device (Fig. 3, 300), selecting means (Fig. 3, 307 
and/or 309) for selecting one of the following: said existing grouping identifier and the 
new grouping identifier, to be a selected grouping identifier for synchronization, and 
synchronizing means for synchronizing said data items between the electronic device and 
at least one another electronic device on the basis of the selected grouping identifier 
(page 9, lines 4-31, of the application as filed), said electronic devices being capable of 
communication connection with each other (e.g., page 9, line 9, of the application as 
filed). 

Claim 16 recites the electronic device further comprises a register of at least one 
grouping identifier being associable to at least one data item stored into the memory of 
the electronic device (e.g., Fig. 2, 211-215, 221-225; page 10, lines 12-18; of the 
application as filed). 

Claim 17 recites device according to claim 15, wherein said associating means are 
further arranged to select said existing grouping identifier from the register on the basis 
of an input of the user of the electronic device (e.g., Fig. 2, 211-215, 221-225; page 10, 
lines 12-18; page 10, lines 23-31, of the application as filed). 

Claim 18 recites a device according to claim 15, wherein said associating means 
are further arranged to select said existing grouping identifier from a register 
automatically on the basis of information in the stored data item (e.g., Fig. 2, 211-215, 
221-225; page 10, lines 12-18; page 9, lines 19-20, of the application as filed). 

Claim 19 recites a device according to claim 15, wherein said associating means 
are further arranged to create the new grouping identifier on the basis of input of a user of 
the electronic device (Fig. la, 106; page 6, lines 30-31, of the application as filed). 

Claim 20 recites a device according to claim 17, wherein said associating means 
are further arranged to store the new grouping identifier to the register of the electronic 
device (e.g., Fig. 2, 211-215, 221-225; page 10, lines 12-18; page 10, line 1, through page 
11, line 21, of the application as filed). 
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Claim 21 recites a device according to claim 15, wherein said selecting means are 
further arranged to select the selected grouping identifier for the synchronization on the 
basis of input of a user of the electronic device (Fig. lc; page 9, lines 4-31, of the 
application as filed). 

Claim 22 recites a computer readable medium (Fig. 3, 302) encoded with a 
computer program (Fig. 3, 303) comprising: computer program means for causing a first 
electronic device (Fig. 3, 300) to store a data item for a first time into a memory (Fig. 3, 

302) of the first electronic device (page 5, lines 28-29, of the application as filed), 
computer program means (Fig. 3, 303) for causing the first electronic device to provide to 
a user of the first electronic device a possibility to select an existing grouping identifier 
for the stored data item (Fig. la, 103; page 6, lines 18-30, of the application as filed), 
computer program means (Fig. 3, 303) for causing the first electronic device to associate 
the stored data item with said existing grouping identifier in response to a situation in 
which the user selects said existing grouping identifier for the formed data item (Fig. la, 
104; page 6, lines 18-30, of the application as filed), and to obtain a new grouping 
identifier and to associate the stored data item with the new grouping identifier in 
response to a situation in which the user does not want to use said existing grouping 
identifier for the formed data item, said existing group identifier being associable with at 
least one other data item stored into the memory (Fig. 3, 302) of the first electronic 
device (Fig. 3, 300; page 6, lines 30-31, of the application as filed), computer program 
means (Fig. 3, 303) for causing the first electronic device to select one of the following: 
said existing grouping identifier and the new grouping identifier, to be a selected 
grouping identifier for synchronization (Fig. lc), and computer program means (Fig. 3, 

303) for causing the first electronic device to synchronize said data items between said 
first electronic device and at least one another electronic device (Fig. 3, 300; Fig. lc; 
page 9, lines 4-31, of the application as filed) on the basis of said at least one selected 
grouping identifier, said electronic devices (Fig. 2, 201, 210; page 10, lines 1-10, of the 
application as filed) being capable of communication connection with each other. 
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(6) GROUNDS OF REJECTION TO BE REVIEWED ON 
APPEAL 

I. Whether the Patent Office properly rejected Claims 1-22 under 35 U.S.C. 102(b) 
as being anticipated by Celik, U.S. Published Patent Application No. 2004/0236792. 

II. Whether the Patent Office properly rejected Claims 1-8, 12-20, and 22 under 35 
U.S.C. 103(a) as being unpatentable over Alam, U.S. Patent No. 6,324,544, in view of 
Champagne, U.S. Published Patent Application No. 2005/0086199? 

III. Whether the Patent Office properly rejected Claims 9-11 and 21 under 35 U.S.C. 
§ 103(a) as being unpatentable over Alam, U.S. Patent No. 6,324,544, in view of 
Champagne, U.S. Published Patent Application No. 2005/0086199, in view of Hunkins, 
U.S. Patent No. 6,141,663? 
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(7) ARGUMENT 



PROLOG 

Please note that Celik, U.S. Published Patent Application No. 2004/0236792, had 
been cited by the Patent Office in rejecting claims 1-22 as a 35 U.S.C. 102(b) reference in 
the Final Office Action dated November 27, 2007. Celik was first applied as a 35 U.S.C. 
102(b) reference in the June 29 2007 non-final office action. Appellant, as Applicant, 
discussed the inapplicability of Celik as a 35 U.S.C. 102(b) reference on pages 9-11 of 
the response filed September 13 2007. Certain points raised then were how Celik, 
Published Patent Application No. 2004/0236792, with a filing date of June 29 2004, 
could be a 35 U.S.C. 102(b) reference, or even any kind of prior art reference, against 
Appelllant's invention as the filing date of Appellant's patent application is August 20, 
2003. It was further argued that the Patent Office failed to treat all claim limitations 
using Celik, Published Patent Application No. 2004/0236792 (see page 11, lines 17-24, 
of the response filed on September 13, 2007). In reply to Appellant's September 13 2007 
response, the Patent Office issued a Final Office Action dated November 27, 2007. On 
pages 19-20, of this Final Office Action, the Patent Office erroneously asserted that 
Celik, Published Patent Application No. 2004/0236792, is a valid 35 U.S.C. 102(b) 
reference as it is a continuation-in-part whose effective filing date makes it a 35 U.S.C. 
102(b) reference over Appellant's application and that the grouping identifier is the 
unique user identifier and the data item is the personal information that is targeted to be 
synced as described in Figures 1, 2A, and 2B. Appellant felt compelled at this point to 
file a Request for a Pre-Appeal Brief Conference with a Notice of Appeal to correct the 
blatant errors in the persistence of the Patent Office in treating Published Patent 
Application No. 2004/0236792 as a 35 U.S.C. 102(b) reference and in insisting that the 
reference taught all the claimed subject matter of the claims. The Request for the Pre- 
Appeal Brief Conference Review contained two claims of clear error by the Patent Office 
in using Published Patent Application No. 2004/0236792: 1) a failure to treat all claim 
limitations and 2) misapplication of 35 U.S.C. 102(b) and failing to attribute significance 
to newly added subject matter in a continuation-in-part patent application. 
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Appellant does not believe that the other prior art rejection, based on Alam and 
Champagne, is a proper rejection. However, Appellant felt it necessary to single out 
discussion in the Pre-Appeal Brief Conference Review to Celik, Published Patent 
Application No. 2004/0236792, because the persistent use of this application to Celik was 
rather egregious and clearly disregarded proper application of 35 U.S.C. 102 and the 
Manual of Patent Examining Procedure. 

The Notice of Panel Decision from Pre-Appeal Brief Review, mailed on April 2, 
2008, states in item 2, in handwriting, "The 102 rejection over Celik will be withdrawn." 
Reference may be had to the February 27, 2008, Request for the Pre-Appeal Brief 
Review. 

Upon receiving the Notice of Panel Decision from Pre-Appeal Brief Review, the 
Appellant called the examiner and asked if a new Office Action would be forthcoming. 
The examiner said no. The Appellant asked the examiner if there was a need to respond 
to the rejection by Celik in the Appeal Brief. The examiner said no. 37 C.F.R. 1.2 may 
be especially pertinent here. In re Milton (Patent Petition 2007), concerning U.S. patent 
application serial no. 09/938,465, refers to 37 C.F.R. §1.2, which states that all business 
with the U.S. Patent and Trademark Office (USPTO) should be transacted in writing and 
that no attention will be paid to any alleged oral promise in relation to which there is 
disagreement or doubt. In in re Milton, the director of petitions rejected a patent 
attorney's petition for revival on the basis of an oral promise by the examiner. 

37 C.F.R. 1.2 reads as follows: 

All business with the Patent and Trademark Office should be 
transacted in writing. The personal attendance of applicants or their 
attorneys or agents at the Patent and Trademark Office is 
unnecessary. The action of the Patent and Trademark Office will 
be based exclusively on the written record in the Office. No 
attention will be paid to any alleged oral promise, stipulation, or 
understanding in relation to which there is disagreement or doubt. 

A further problem, especially in light of Appellant's telephonic conversations 
with the examiner and the handwritten sentence of "The 102 rejection over Celik will be 
withdrawn," is that this quoted sentence from the Notice of Panel Decision from Pre- 
Appeal Brief Review does not specify a time frame for when the 102 rejection will be 
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withdrawn. Since there is uncertainty when the 102 rejection will be withdrawn, and thus 
there is doubt, Appellant feels compelled to include discussion of the rejection by Celik, 
U.S. Published Patent Application No. 2004/0236792, within this Appeal Brief. 

ISSUE I 

At issue is whether the Patent Office properly rejected Claims 1-22 under 35 
U.S.C. 102(b) as being anticipated by Celik, U.S. Published Patent Application No. 
2004/0236792. 

For a claim to be anticipated, all non-inherent limitations must be found (usually) 
in a single reference (from MPEP 2131). 

FAILURE TO TREAT ALL CLAIM LIMITATIONS 

The Patent Office did not identify with specificity where in the prior art reference 

the claimed subject matter of both an "existing grouping identifier" and a "new grouping 
identifier" is disclosed. 

Regarding the "grouping identifier" and "data item," the Patent Office asserted in 
lines 1-3 of page 20 of the Final Office Action dated November 27 2007 as follows: "The 
Examiner refers to Figures 1, 2A, and 2B. The grouping identifier is the unique user 
identifier and the data item is the personal information that is targeted to be synced as 
described in Figures 1, 2A, and 2B." 

Does the Patent Office mean that the "ID Number" is the grouping identifier? If 
so, then how does Celik account for "an existing grouping identifier" as well as "a new 
grouping identifier?" And, how would one of ordinary skill select between the existing 
grouping identifier and the new grouping identifier? On page 3, lines 4-6, of the Final 
Office Action dated November 27 2007, the Patent Office asserted "selecting one of the 
following: said existing grouping identifier and the new grouping identifier, to be a 
selected grouping identifier, synchronizing said data items" as being taught by Celik, 
U.S. Published Patent Application No. 2004/0236792, presumably in Figure 2B (line 8, 
on page 3 of that Final Office Action). 

Figure 2B of Celik shows 420' for 'Assign account and unique ID' and '130' for 
"Print business cards with IDs (barcode optional).' There does not appear to be any 
selection, as recited in the claims, between an "existing grouping identifier" and a "new 
grouping identifier." 
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The Patent Office, on pages 2-3, of the Final Office Action dated November 27 
2007, refers to paragraphs [0041]-[0043] of Celik, U.S. Published Patent Application No. 
2004/0236792, (same as col. 5, line 65 - col. 7, line 34 of the Celik' s patent US6374259) 
with respect to the following features of the independent claims of the present 
application: 

in response to a situation in which the user associates said existing 
grouping identifier for the formed data item, associating the 
formed data item with said existing grouping identifier, said 
existing grouping identifier being associable with at least one 
other data item, in response to a situation in which the user does 
not want to use said existing grouping identifier for the formed 
data item, obtaining a new grouping identifier and associating the 
formed data item with the new grouping identifier, 

The Patent Office does not specify which feature or element recited in paragraphs 
[0041]-[0043] of Celik, U.S. Published Patent Application No. 2004/0236792, and that 
would correspond to the existing grouping identifier" and/or to "the new grouping 
identifier" recited in the above features. 

Applicant could not find any other interpretation except that the Patent Office 
considers a "password" mentioned in the above passages of Celik, U.S. Published Patent 
Application No. 2004/0236792, as corresponding to the "existing grouping identifier" 
and/or to "the new grouping identifier" recited in the above features. In the paragraphs 
[0041]-[0043] of Celik, U.S. Published Patent Application No. 2004/0236792, the 
password is an element that can be established and changed by a user (changing = 
creating a new password that replaces an old one). 

However, if the "existing grouping identifier" and/or "the new grouping 

identifier" recited in the above features are made to correspond to the password, the 

following features of the independent claims are not taught by Celik, U.S. Published 

Patent Application No. 2004/0236792, (added remarks are in brackets): 

"selecting one of the following: said existing grouping identifier 
and the new grouping identifier, to be a selected grouping 
identifier [when a new password is created it replaces the old one, 
therefore an "existing password" and a "new password" cannot not 
be available for selection], and synchronizing said data items 
between said first electronic device and a second electronic device 
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on the basis of said selected grouping identifier, said devices being 
capable of communication with each other 

[Celik does not teach to synchronize electronic devices on the basis 
of a password]." 

Therefore, Celik, U.S. Published Patent Application No. 2004/0236792, does not 
teach all the limitations of the independent claims of the present application. Hence, the 
teaching of Celik, U.S. Published Patent Application No. 2004/0236792, does not 
anticipate the independent claims. 

As such, Celik, U.S. Published Patent Application No. 2004/0236792, cannot 
anticipate claims 1-22. 

MISAPPPLICATION OF 35 USC 102(b) AND FAILING TO ATTRIBUTE 
SIGNIFICANCE TO NEWLY ADDED SUBJECT MATTER IN A 
CONTINUATION-IN-PART PATENT APPLICATION 

The Patent Office first treated Celik, U.S. Published Patent Application No. 

2004/0236792 as a 35 U.S.C. 102(b) reference and second did not separate out subject 
matter commonly disclosed by Celik, U.S. Published Patent Application No. 
2004/0236792, but not disclosed by earlier patent applications from which Celik claims 
priority. 

Celik, U.S. Published Patent Application No. 2004/0236792, is not a 35 U.S.C. 
102(b) reference. It cannot be because it was not published or patented more than one 
year before the effective filing date of Applicant's patent application. The effective 
filing date of a reference, not the application being examined, is irrelevant for the 
purposes of applying sub-section b) of 35 U.S.C. 102. 

MPEP § 706.02(a) states "If the publication or issue date of the reference is more 
than 1 year prior to the effective filing date of the application (MPEP § 706.02), the 
reference qualifies as prior art under 35 U.S.C. 102(b)." As Celik, U.S. Published Patent 
Application No. 2004/0236792, was not published until November 25 2004, it cannot be 
a 35 U.S.C. 102(b) reference against Applicant's current patent application. 

As far as to whether U.S. Patent No. 6,374,529, may apply, the matter is moot as 
the Patent Office has not applied this reference. 

Because, as the Patent Office correctly noted on page 19 of the Final Office 
Action dated November 27 2007, where Figures 1-8 of Celik, U.S. Published Patent 
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Application No. 2004/0236792, and Figures 1-8 of Celik, U.S. Patent No. 6,374,259, 

form common subject matter, that commonly disclosed subject matter would be accorded 

the benefit of the filing date of the earlier of the two (i.e., Celik, U.S. Patent No. 

6,374,259). 

MPEP § 201.11 states as follows: 

Continuing applications include those applications which are 
called divisions, continuations, and continuations-in-part. The 
statute is so worded that the prior application may contain more 
than the later-filed application, or the later-filed application may 
contain more than the prior application, and in either case the later- 
filed application is entitled to the benefit of the filing date of the 
prior application as to the common subject matter disclosed in 
compliance with 35 U.S.C. 1 12, first paragraph. 

As such, as pointed out on pages 9-10 of our response of September 17 2007, 
paragraphs 0065-0070 of Celik, U.S. Published Patent Application No. 2004/0236792, 
were newly added and so cannot qualify as prior art to reject the claims. Yet the Patent 
Office did just this for claims 8, 9, 10, 12, 20, and 21, in the Final Office Action dated 
November 27 2007. 

The Notice of Panel Decision from Pre-Appeal Brief Review, mailed on April 2, 
2008, states in item 2, in handwriting, 'The 102 rejection over Celik, U.S. Published 
Patent Application No. 2004/0236792, will be withdrawn." No time frame for 
withdrawing the 102 rejection using Celik, U.S. Published Patent Application No. 
2004/0236792, has been provided orally or in writing. The Pre-Appeal Brief Review 
Panel did consider the rejection based on Celik's published patent application to have met 
the USPTO's threshold as being "clear error." 

The persistent misapplication of Celik, U.S. Published Patent Application No. 
2004/0236792, has contributed to delaying the prosecution process. This delay in the 
prosecution process prejudices Applicant's efforts in obtaining a patent. 

ISSUE II 

At issue is whether the Patent Office properly rejected Claims 1-8, 12-20, and 22 
under 35 U.S.C. 103(a) as being unpatentable over Alam, U.S. Patent No. 6,324,544, in 
view of Champagne, U.S. Published Patent Application No. 2005/0086199. 
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The independent claims of the present application recite the following features i) a 
formed data item is associated with a grouping identifier; ii) the grouping identifier is 
associable with at least one other data item for grouping the data items; iii) at least one 
grouping identifier is selected, and iv) data items between a first electronic device and a 
second electronic device are synchronized on the basis of the at least one selected group 
identifier. 

CLAIMS 1- 22 

The Patent Office asserts the solution recited in the independent claims of the 
present application are unpatentable in light of prior art publications Alam et al. (US 
6324544) and Champagne (US 2005/0086199). The Patent Office asserts the same text 
passages of Alam and Champagne in rejecting the independent claims in the Final Office 
Action dated November 27 2007 as it did in the previous Office Action dated June 29 
2007. 

Claim 1 recites, in pertinent part, as follows: 

in response to a situation in which the user associates said 
existing grouping identifier for the formed data item, 
associating the formed data item to said existing grouping 
identifier, said existing grouping identifier being associable 
with at least one other data item, in response to a situation in 
which the user does not want to use said existing grouping 
identifier for the formed data item, obtaining a new grouping 
identifier and associating the formed data item to the new 
grouping identifier 

Claims 15 and 22 recite similar subject matter to the above portion of claim 1. 

Furthermore, claim 1 recites "in response to said forming, providing to a user of 
the first electronic device a possibility to associate an existing grouping identifier with 
the formed data item." 

The claimed subject matter of the independent claims makes possible that a user 
of an electronic device can form tailored grouping of data items. Neither Alam nor 
Champagne teaches the above-recited subject matter. 

Alam (US 6324544) discloses a solution in which data can be synchronized 

between a first computing device and a second computing device in such a way that 

undesired duplicate data can be avoided, e.g., in a situation in which a file is renamed on 
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the first (or second) computing device. This is based on determining whether a file (or 
like) already exists in a computing device under a different name after adding said file 
into said computing device and deleting the file with the different name if it existed. 

Champagne (US 2005/0086199) discloses a solution for transferring records 
between databases that may have different organizations of data in records of databases. 
The organization of data in records is expressed with a quantity expressing the number of 
data fields in a record and with information characterizing the data fields. A data field is 
characterized with "category" information that defines a type of information the field is 
meant to contain (e.g. a name of a person, an address, etc) and with "property" 
information that defines a format of data contained by the field (e.g. number of bits, 
integer, text, etc). In the solution disclosed by Champagne, a field map is established by 
correlating a plurality of data fields of a first database to a plurality of data fields of a 
second database using the above-mentioned information. Data synchronization between 
the first and the second database is performed using the field map. 

The passages of Champagne cited by the Patent Office on pages 8-9 of the Office 
Action dated June 29 2007 are paragraphs 0036 and 0011. 

Champagne discloses in paragraph 0036 as follows: 

[0036] The category of a field defines the type of 
information the field is designed or meant to contain. 
Databases are generally designed to store data for a 
particular application, for example, airline reservations, 
medical records, etc. In the case of personal information 
manager (PIM) applications, several types of databases are 
typically used, where the type of a database corresponds to 
the type of data stored in the database: appointments, "to 
do" lists, address books, expense records, general notes 
records, and e-mails. For these types of databases, a field 
identification protocol preferably provides a comprehensive 
list of field categories such that the fields of most, if not all, 
of commercially available PIM databases can be 
categorized according to the categories in the field 
identification protocol. (The same can also be done for 
other types of databases.) For example, in the case of an 
address book type database, the categories may include: 
name, last name, first name, middle initial, address, street 
name, city, state, home telephone number, business 
telephone number, etc. Then, for example, the record 
structure of remote database 32 may include a field that is 



of the category "name". The record structure of host 
database 12 may include equivalent fields of the categories 
"last name," "first name," and "middle initial," but not 
necessarily a field of the category "name". In other 
embodiments, the field identification protocol provides a 
list of field categories for a selected group of databases or 
for those databases designed to conform to the protocol. 



Champagne discloses in paragraph 0011 as follows: 

[0011] In a third aspect, in order to transmit data between 
two databases, information identifying the record structure 
of one of the two databases is transmitted to a computer 
program. This transmitted information identifies both the 
categories and the properties of a plurality of fields of the 
record structure of one of the two databases. Data stored in 
a plurality of fields of a plurality of the records of the first 
database is then transmitted from one of the two databases 
to the other one of the two databases. The transmitted data 
is then processed using the identifying information. 



The categories of Champagne, at least from paragraphs 0011 and 0036, appear to 
be static in number. Champagne, at least in these passages, does not disclose obtaining a 
new category. The currently pending claims recite that a new grouping identifier may be 
obtained. That new grouping identifiers can be obtained/ created in conjunction with 
storing data items opens a door for a tailored grouping of data items that, according to 
Applicant's understanding, is not disclosed or made obvious by the prior art of record. 

In particular, the Patent Office refers to paragraph [0011] of Champagne with 

respect to the following feature of the independent claims of the present application: 

in response to a situation in which the user does not want to use 
said existing grouping identifier for the formed data item, 
obtaining a new grouping identifier and associating the formed 
data item with the new grouping identifier 

The paragraph [0011] of Champagne recites: 

[0011] In a third aspect, in order to transmit data between two 
databases, information identifying the record structure of one of 
the two databases is transmitted to a computer program. This 
transmitted information identifies both the categories and the 
properties of a plurality of fields of the record structure of one of 
the two databases. Data stored in a plurality of fields of a plurality 
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of the records of the first database is then transmitted from one of 
the two databases to the other one of the two databases. The 
transmitted data is then processed using the identifying 
information. 

The above citation of Champagne does not teach to obtain a new grouping item 
and to associate a formed data item with the new grouping item as a response to a 
situation in which a user does not want to use an existing grouping identifier for the 
formed data item. The Patent Office states in page 8 of the Office Action: "The preceding 
text clearly indicates that synchronizing data is transmitting data from the first electronic 
device, which is the first database, and second electronic device, which is the second 
database, based on the selected identifier, which is the identifying information" Hence, 
not even the Patent Office argues that the above citation of Champagne would teach to 
obtain a new grouping item and to associate a formed data item with the new grouping 
item as a response to a situation in which a user does not want to use an existing grouping 
identifier for the formed data item. Therefore, the disclosures of Alam and Champagne 
do not separately or as a combination lead a person skilled in the art to a solution recited 
in the independent claims. 

On the basis of the above-mentioned facts the Office Action does not present a 
solid chain of arguments that would justify the claim rejections. 

Therefore, the disclosures of Alam and Champagne do not separately or as a 
combination lead a person skilled in the art to a solution that enables a user of an 
electronic device to form tailored grouping of data items and the solution recited in the 
proposed amended is not taught or made obvious by Alam and Champagne. 

Thus, claims 1-8, 12-20, and 22 are allowable over the combination of Alam and 
Champagne. 

CLAIM 3 

Claim 3 recites "a method according to claim 1, wherein the new grouping 
identifier is formed by the user of the first electronic device or the new grouping 
identifier is retrieved from a network server." 

Where does Champagne teach "a new grouping identifier" and "a new grouping 
identifier formed by the user of the first device" or "retrieved from a network server?" 
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These elements do not appear to be found in paragraph 0036 of Champagne, cited by the 
Patent Office. 

As such, claim 3 and its dependent claims 5-7 are allowable over Alam in view of 
Champagne. 

CLAIMS 4, 8, 16, AND 20 

Claim 4 recites "a method according to claim 1, wherein the method further 
comprises maintaining a register of at least one grouping identifier being associable to at 
least one data item stored into a memory of the first electronic device." 

The Patent Office asserted that paragraph 0036 of Champagne teaches this subject 
matter. However, what is the "register" and what is the "at least one grouping identifier" 
in this passage? 

Barring such disclosure and also barring disclosure of "at least one grouping 
identifier being associable to at least one data item stored into a memory of the first 
electronic device," claim 4 and its dependent claim 8 are allowable over Alam in view of 
Champagne. 

For similar reasons as to the allowability of claims 4 and 8, claims 16 and 20 are 
allowable. 

CLAIMS 5 AND 17 

Claim 5 recites "a method according to claim 3, wherein said existing grouping 
identifier is manually selected from a register by the user of the first electronic device." 

As with intervening claim 3, where does Champagne teach "a new grouping 
identifier" and "a new grouping identifier formed by the user of the first device" or 
"retrieved from a network server?" Furthermore, where does Champagne disclose or 
suggest an "existing grouping identifier is manually selected from a register by the user 
of the first electronic device?" 

Barring such disclosure, claim 5 is allowable over Alam in view of Champagne. 

For similar reasons as to the allowability of claim 5, claim 17 is allowable. 

CLAIMS 6 AND 18 

Claim 6 recites "a method according to claim 3, wherein said existing grouping 
identifier is automatically selected from the register by the first electronic device." 
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As with intervening claim 3, where does Champagne teach "a new grouping 
identifier" and "a new grouping identifier formed by the user of the first device" or 
"retrieved from a network server?" Furthermore, where does Champagne disclose or 
suggest an "existing grouping identifier is automatically selected from a register by the 
user of the first electronic device?" 

Barring such disclosure, claim 6 is allowable over Alam in view of Champagne. 

For similar reasons as to the allowability of claim 6, claim 18 is allowable. 

CLAIMS 7 AND 19 

Claim 7 recites "a method according to claim 3, wherein the new grouping 
identifier is formed by a user of the first electronic device." 

The cited passage of Champagne, abstract, does not disclose that a user of the first 
electronic device forms the new grouping identifier. Someone or something else could 
do this. 

As such, claim 7 is allowable over Alam in view of Champagne. 

For similar reasons as to the allowability of claim 7, claim 19 is allowable. 

CLAIMS 12 AND 14 

Claim 12 recites "a method according to claim 1, wherein the selected grouping 
identifier comprises an icon to be visually presented to a user of the first device." 

The Patent Office asserted that Alam, in column 6, lines 54-66, teaches claim 12. 
However, Alam does not recite an icon in the cited passage or elsewhere in Alam and 
does not show an icon. Thus, claim 12 and its dependent claims 13 and 14 are allowable 
over Alam in view of Champagne. 

CLAIM 13 

Claim 13 recites "a method according to claim 12, wherein the selected grouping 
identifier further comprises text to be visually presented to the user of the first device." 

The Patent Office asserted that Alam teaches claim 12 in column 6, lines 54-66; 
however, Alam does not disclose the selected grouping identifier further comprises text 
to be visually presented to the user of the device. 

Thus, claim 13 stands alone and is allowable over Alam in view of Champagne. 
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ISSUE III 

At issue is whether the Patent Office properly rejected Claims 9-11 and 21 under 
35 U.S.C. § 103(a) as being unpatentable over Alam, U.S. Patent No. 6,324,544, in view 
of Champagne, U.S. Published Patent Application No. 2005/0086199, in view of 
Hunkins, U.S. Patent No. 6,141,663. 

Hunkins does not cure the above noted deficiencies of Alam and Champagne. 

Hunkins shows, in Figure 3, that for external systems are updated and 
synchronized. These four external systems are PBX 11, Directory 12, Call Accounting 
13, and Voice Mail 14. 

The Patent Office asserted that column 2, lines 49-53, column 4, lines 12-16, and 
column 8, lines 6-18, of Hunkins to provide teachings that disclose the subject matter of 
claims 9-11 and 21. 

Hunkins, column 2, lines 49-53, recites as follows: 

Manual Update. Each of the databases containing redundant data 
can be viewed as islands of automation. Information that is 
common to all can be updated by manually entering the 
information into each of the separate databases. This is an 
extremely common method. The greatest disadvantage is that the 
amount of work necessary for one change is multiplied for each 
database containing the redundant data to be updated. 
Consequently, a large human error factor is introduced and it is 
difficult if not impossible to have all of the redundant data 
perfectly synchronized. 
Hunkins, column 4, lines 12-16, recites as follows: "It is an object of the present 

invention to allow redundant data to be updated automatically, without human 

intervention, in order to provide and preserve data integrity and synchronization." 

Hunkins, column 8, lines 6-18, recites as follows: 

When the scheduled time is reached, the preferred embodiment 
begins processing each Change Object one by one. Each Change 
Object is asked for its database references. With this information, 
all available Format files, like those listed in lc are scanned to see 
if the changed data is also appearing in an outside data file. If it is, 
the external data file is located with the link file as shown le and 
the Format file is used to surgically update the external data file. 
Since the complete format is now known, this is a manageable 
problem. When the project file is completed and all Change 
Objects have been executed, all external data files are 
synchronized to the common database. 
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As none of these cited passages of Hunkins discloses selecting the selected grouping 
identifier for synchronization manually, periodic synchronization, or selecting the 
selected grouping identifier for the synchronization on the basis of input of a user of the 
electronic device, claims 9-11 and 21 are allowable over Alam in view of Champagne 
and further in view of Hunkins. 

CLAIM 9 

Claim 9 recites "a method according to claim 1, wherein a user of the first 
electronic device selects the selected grouping identifier for the synchronization 
manually." 

There does not appear to be any disclosure or suggestion of a first device selecting 
the selected grouping identified for the synchronization manually. Hunkins, in column 2, 
lines 49-53, does not appear to disclose or suggest selecting the selected grouping 
identifier. Hunkins, in column 2, lines 53-58, teaches away from manual updating also 
since it is consider to update databases containing redundant data. 

Thus, claim 9 is allowable over Alam in view of Champagne and further in view 
of Hunkins. 

CLAIM 10 

Claim 10 recites "a method according to claim 1, wherein the first electronic 
device selects the selected grouping identifier for the synchronization automatically." 

Hunkins discloses in column 4, lines 12-16, that it is an object of his invention to 
allow redundant data to be updated automatically. However, Hunkins does not teach in 
this cited passage that the first device selects the selected grouping identifier for the 
synchronization automatically. 

Thus, claim 10 is allowable over Alam in view of Champagne and further in view 
of Hunkins 

CLAIM 11 

Claim 11 recites "a method according to claim 1, wherein the first electronic 
device performs the synchronization periodically." 

Hunkins, in column 8, lines 6-18, the passage relied upon by the Patent Office for 
a teaching for claim 11, does not disclose periodic synchronization but a scheduled 
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synchronization. A scheduled synchronization, every if done a plurality of times, is not 
necessarily periodic. 

Thus, claim 11 is allowable over Alam in view of Champagne and further in view 
of Hunkins 

CLAIM 21 

Claim 21 recites "a device according to claim 15, wherein said selecting means 
are further arranged to select the selected grouping identifier for the synchronization on 
the basis of input of a user of the electronic device." 

Hunkins does not disclose a selecting means which is arranged to select the 
selected grouping identifier for the synchronization in column 2, lines 49-53. 

Thus, claim 21 is allowable over Alam in view of Champagne and further in view 
of Hunkins 

For the reasons provided above, it is respectfully submitted that the Patent Office 
has failed to establish a prima facie case of obviousness. 
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CONCLUSION 



For the above reasons, it is respectfully requested that in each of the rejections 
discussed herein under 35 U.S.C. § 102(b) and 35 U.S.C. § 103(a), the Patent Office has 
failed to meet the burden in establishing a prima facie basis for the rejections of Claims 
1-22. Accordingly, reversal of all outstanding rejections is earnestly solicited. 



Walter J. Malinowski 

Harrington & Smith, PC 
4 Research Drive 
Shelton, CT 06484-6212 
USA 

Telephone: 203-925-9400, extension 19 

Facsimile: 203-944-0245 

Email: wmalinowski @HSpatent.com 

www.hspatent.com 



Respectfully submitted, 



Dated: May 02, 2008 




Walter JVMalinowski 
Reg. No. 43,423 
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(9) CLAIMS 

1 . A method comprising: 

forming a data item for the first time in a first electronic device, 

in response to said forming, providing to a user of the first electronic device a 
possibility to associate an existing grouping identifier with the formed data item; 

in response to a situation in which the user associates said existing grouping 
identifier for the formed data item, associating the formed data item with said existing 
grouping identifier, said existing grouping identifier being associable with at least one 
other data item, 

in response to a situation in which the user does not want to use said existing 
grouping identifier for the formed data item, obtaining a new grouping identifier and 
associating the formed data item with the new grouping identifier, 

selecting one of the following: said existing grouping identifier and the new 
grouping identifier, to be a selected grouping identifier, and 

synchronizing said data item between said first electronic device and a second 
electronic device on the basis of said selected grouping identifier, said devices being 
capable of communication with each other. 

2. A method according to claim 1, wherein each grouping identifier comprises at least 
one of the following: text, still picture, moving picture, sound or vibration effect. 
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3. A method according to claim 1, wherein the new grouping identifier is formed by 
the user of the first electronic device or the new grouping identifier is retrieved from a 
network server. 

4. A method according to claim 1, wherein the method further comprises maintaining a 
register of at least one grouping identifier being associable to at least one data item stored 
into a memory of the first electronic device. 

5. A method according to claim 3, wherein said existing grouping identifier is 
manually selected from a register by the user of the first electronic device. 

6. A method according to claim 3, wherein said existing grouping identifier is 
automatically selected from the register by the first electronic device. 

7. A method according to claim 3, wherein the new grouping identifier is formed by a 
user of the first electronic device. 

8. A method according to claim 4, wherein the new grouping identifier is stored to the 
register of the first electronic device. 

9. A method according to claim 1, wherein a user of the first electronic device selects 
the selected grouping identifier for the synchronization manually. 
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10. A method according to claim 1, wherein the first electronic device selects the 
selected grouping identifier for the synchronization automatically. 

11. A method according to claim 1, wherein the first electronic device performs the 
synchronization periodically. 

12. A method according to claim 1, wherein the selected grouping identifier comprises 
an icon to be visually presented to a user of the first device. 

13. A method according to claim 12, wherein the selected grouping identifier further 
comprises text to be visually presented to the user of the first device. 

14. A method according to claim 12, wherein the selected grouping identifier further 
comprises information of those data items associated to said grouping identifier. 

15. An electronic device comprising: 

a memory for storing a data item for a first time, 

associating means for providing to a user of an electronic device a possibility to 
select an existing grouping identifier for the stored data item, for associating the stored 
data item with said existing grouping identifier in response to a situation in which the 
user selects said existing grouping identifier for the formed data item, and for obtaining a 
new grouping identifier and associating the stored data item with the new grouping 
identifier in response to a situation in which the user does not want to use said existing 
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grouping identifier for the formed data item, said existing grouping identifier being 
associable with at least one other data item stored into the memory of the electronic 
de.vice, 

selecting means for selecting one of the following: said existing grouping 
identifier and the new grouping identifier, to be a selected grouping identifier for 
synchronization, and 

synchronizing means for synchronizing said data items between the electronic 
device and at least one another electronic device on the basis of the selected grouping 
identifier, said electronic devices being capable of communication connection with each 
other. 

16. A device according to claim 15, wherein the electronic device further comprises a 
register of at least one grouping identifier being associable to at least one data item stored 
into the memory of the electronic device. 

17. A device according to claim 15, wherein said associating means are further arranged 
to select said existing grouping identifier from the register on the basis of an input of the 
user of the electronic device. 

18. A device according to claim 15, wherein said associating means are further arranged 
to select said existing grouping identifier from a register automatically on the basis of 
information in the stored data item. 



30 



19. A device according to claim 15, wherein said associating means are further arranged 
to create the new grouping identifier on the basis of input of a user of the electronic 
device. 

20. A device according to claim 17, wherein said associating means are further arranged 
to store the new grouping identifier to the register of the electronic device. 

21. A device according to claim 15, wherein said selecting means are further arranged 
to select the selected grouping identifier for the synchronization on the basis of input of a 
user of the electronic device. 

22. A computer readable medium encoded with a computer program comprising: 

computer program means for causing a first electronic device to store a data item 
for a first time into a memory of the first electronic device, 

computer program means for causing the first electronic device to provide to a 
user of the first electronic device a possibility to select an existing grouping identifier for 
the stored data item, 

computer program means for causing the first electronic device to associate the 
stored data item with said existing grouping identifier in response to a situation in which 
the user selects said existing grouping identifier for the formed data item, and to obtain a 
new grouping identifier and to associate the stored data item with the new grouping 
identifier in response to a situation in which the user does not want to use said existing 
grouping identifier for the formed data item, said existing group identifier being 
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associable with at least one other data item stored into the memory of the first electronic 
device, 

computer program means for causing the first electronic device to select one of 
the following: said existing grouping identifier and the new grouping identifier, to be a 
selected grouping identifier for synchronization, and 

computer program means for causing the first electronic device to synchronize 
said data items between said first electronic device and at least one another electronic 
device on the basis of said at least one selected grouping identifier, said electronic 
devices being capable of communication connection with each other. 
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(9) EVIDENCE APPENDIX 



The undersigned attorney has not proffered any evidence submitted pursuant to 37 
CFR 1.130, 1.131, or 1.132. However, the undersigned attorney relies upon the Notice of 
Panel Decision from Pre-Appeal Brief Review dated April 02, 2008, in which paper is 
written "The 102 rejection over Celik will be withdrawn" as well as the Request for Pre- 
Appeal Brief Review filed on February 27, 2008. No other evidence entered by the 
examiner is relied upon by appellant in the appeal. 
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Notice of Panel Decision from Pre- Appeal Brief Review mailed April 2, 2008 
Serial No. 10/645,687 
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This is In response to the Pre-Appeal Brief Request for Review filed March 3. 2008 . 

1 . □ Improper Request - The Request is improper and a conference will not be held for the following 
reason(s): 

□ The Notice of Appeal has not been filed concurrent with the Pre-Appeal Brief Request. 

□ The request does not Include reasons why a review is appropriate, 

□ A proposed amendment is included with the Pre-Appeal Brief request. 

□ Other: 

The time period for filing a response continues to run from the receipt date of the Notice of Appeal or from 
the mail date of the last Office communication, if no Notice of Appeal has been received. 

2. E3 Proceed to Board of Patent Appeals and Interferences - A Pre-Appeal Brief conference has been 
held. The application remains under appeal because there is at least one actual issue for appeal Applicant 
is required to submit an appeal brief in accordance with 37 CFR 41 .37. The time period for filing an appeal 
brief will be reset to be one month from mailing this decision, or the balance of the two-month time period 
running from the receipt of the notice of appeal, whichever is greater. Further, the time period for filing of the 
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El The panel has determined the status of the claim(s) Is as follows: 

Claim(s) allowed: . 

Claim(s) objected to: . 

Claim(s) rejected: f-22 . 

Claim(s) withdrawn from consideration: . * . « , ^ Mm * 

3. □ Allowable application - A conference has been held. The rejection is withdrawn and a Notice of 
Allowance will be mailed. Prosecution on the merits remains closed. No further action is required bv 
applicant at this time. ' 



4. □ Reopen Prosecution - A conference has been held. The rejection is withdrawn \ 
action will be mailed. No further action is required by applicant at this time. 



All participants: 

(1) Farhan Sved. 

(2) Christian Cnace. 
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PMnnt ApnJietfMHi Na 2004M236792 as a 35 LLS.C I02fl>) Meraxsc and second not to 

out subject matter caramonjy disclosed by Cclik, U.S. Published Patent 

Ap^iicasflkai No. but not disclosed by earlier potent applacada&a from 

wldcb Cedik claims priority. 

Celtic, U.S. PiibJisbed Patent Applicstaon No. 2001/0236792, is not a M tt&CL 
102<b) reference. It canaot be because it was n<it pabiished or patented more than one 
year before the effective- filing date of Applicant'* patent application, The effective 
filing date of a reference, not the arpptJcaticii being examined, i* inrcievnart for the 
purposes of applylog siib-seettoa b) of 3S tt&C 102. 

MPEP | m.02{a) states *T£ <be jttblkation <xt jssi* dates of *be rcfcraice is more 
than 1 yesr prfar to the affective filing m& of tbe appnca*i<m (MPEP | 706.02), tbe 
reference qualifies as pdo* art wider 35 ILS.Q. 102(b) * As Qeljjfe US , Published Parcm 
Application. No. 2004/0236792, waa not jxabliahed until Nov emfoer 25 2O04> It canaoi be 
a 35 U.S,a i02(» reference against Aj^nCant's euiteni patent application* 

As hi as to whetto* US. Paseat m. 6374,529, may apply, the matter is moot as 
the Patent Office bas not applied &is reference. 

Because, as tto Palfini Office correctly noted <m page 19 of (be Final Gffece 
Action da-tcd November 27 2007, wbere figures 3-8 of Cclik, U.S. Published Item 
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Evidence 

Request for Pre- Appeal Brief review dated February 27 2008 entered March 3, 2008 
Serial No. 10/645,687 



i 



Serial No,; 1WS45XS87 *v«jusst for a (Ve-Appsa! Bri<rf Conference 
Art Unit: 2165 

Application No. 20O#O2367£2. and Bgurts Mi of Celtic, U,S. Pafctu N f o. 6,374,25^ 
formsomniorj subject m&tter, that commonly dissclossed white* mzitct would he jiccotxfcd 
the bioefii of tlie filing dale of ihe easier of the iwo (u^ C&\% US* Paicm Ka 
6,374,259). 

MMPf 20 L U stm^j as follow; 

Ctatimriotg epf^emioas include th&& application which an* 
called division^ contmuaitoii^ ami c^ntinttatioas-ift*|ra«. Tbs 
Mamie i$ go worded that the prior appSicatioa may remain mtm 
iter tJie toter-fdad applkaUoit* or 0u& iaier-fHed &p$\kMim may 
mntum more than thepior apgU^fm, and in either c&teibc later- 
ft W appl&atioti I* eariited co ilia fawn* of tbe filing date «f the 
pdor apptorJoo us to itie eoM»t sitymt nmutt diictecd in 
<^Iiaaee with 35 US*C tit timfmymfa 
As wtsh. m plated ocrt o» paps 9-10 of oar response of Scpietiter 17 21001, 
pawgnsphs 006S4Xm> of Ocllk, U& ftMbfattl Bateot Application Mb. 2fmffiT36?92 
*w newly added and so cannot qualify as pdorart to &jeef the claim Y*t iho Pates** 
Office did Just this for cttq* B, 9, 12, 20. and 2l f in ite Filial 0ffke Action dated 
Noverj*er2? 2007. 



Watisr i. MalfifowsM 
Re&Na: 43.423 



OiMomarKou:29fiS^ 

WARRINGTON & SMHti PC 

4 Research Dnve 

Sbelt0Ji,Cr 064844212 

Telep^c: (203) ft&S- Moo, mcnrioQ i<> 

fiurittrite (203)?44-024i 

email : wnrfbtwdrf €»h3pumf 
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(10) RELATED PROCEEDINGS APPENDIX 

The undersigned attorney is not aware of any related proceedings or interferences. 
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CERTIFICATE OF MAILING 



I hereby certify that this correspondence is being deposited with the United States Postal Service as 
first class mail on the date shown below in an envelope addressed to: Commissioner for Patents, 
P.O. Box 1450, Alexandria, VA 22313-1450. 

Date ^ Name of Person Making Deposit 
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